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Patent enforcement proceedigs

1 Whatlegal or administrative proceedings are avallable for enforcing patent
rights against an infringer? Are there spedalised courts in which a patent
infringement lawsuit can or must be brought?

The only available proceeding for enforcing patent rights against
an infringer is the judicial legal action. The competent courts in
this area are the Federal Courts.

documents, affidavits and live testimony relied on? 15 cross-examination of
witnesses permitted? Are experts used? Are disputed issues decided by a
judge ar a jury? How long doas a wial typically last?

In legal actions related to the infringement of a patent, the civil
proceedings comprise three stages in the first instance, During
the first stage, the parties expose their arguments and positions,
and offer any evidence that they will later preduce to suppore
such arguments {evidence includes documents, affidavits, wit-
nesses and experts). The documentary evidence must be filed with
the complaint or the response to the complaint, In the second
stage, the evidence is produced, witnesses make their declarations
(cross-examination is allowed) and the experts file their opinions
{court-appointed and private experts that may be appointed by
the parties). The third stage is where the parties file their allega-
tions based on the results of the evidence produced. Immediately
after, the first instance judge issues his or her decisions. This
decision is subject to further appeal before the Federal Courr of
Appeals. In particular cases, a third appeal is available before the
Supreme Court of Justice.

The average duration of this type of action is of around three
to four years, up to a second instance decision.

There is also a criminal proceeding. In this kind of proceed-
ing, as cstablished by the Penal Code, it is the official prosecutor
wha is entitled to act. The patent owners can only denounce the
cexistence of the crime and it shall depend on the prosecutor’s deci-
sion to start or not to start the proceeding, If criminal legal action
is in fact started, the patent owner may be accepted as a parry
joincly with the prosecuror. This criminal proceeding comprises
two main stages. The first one is the investigation stage where
the judge or the prusecutor, or both, fellow several procedures in
order to verify the alleged crime. The second stage is the trial, and
the prosecutor accuses the defendant of the infringement on the
grounds of the evidence in order to show he or she is innocent.
Lastly, the judge issues his or her decision.

3 What are the respective burdens of proof for establishing infringement,
invalidity, and unenforceability of a patent?

The general principle is that the party alleging a fact must prove
it. Therefore, the party that alleges the existence of an infringe-
ment to its patent, must prove the cxistence of the infringement,
And the party alleging the nullity of a patent must prove that the
patent is null and how the invoked reasons apply to the case.

There is an exception to the general principle when it comes
to patents that protect processes. Mainly as it is established in
article 34 of TRIPs, the defendant party acensed of an infringe-
mcnt must prove which process it is using. If it does not prove it
or if it rejects to prove it, an infringement of the process patent
may be assumed.

4 Who may sue for Eﬁaf infringeﬁ\-gﬁt? Under what conditions canan
acenser] infringer bring a fawsuit te obtain a judicial nafing or dedaration am
the accusation?

Thase entitled 1o sue for patent infringement are the patent owner
and the licensee (either exclusive or non-exclusive),

5 Towhat extent can someone be liable far Inducing or contriouting to patent
infringement?

Anyone contributing or cooperating with the infringement is
liable to the same extent as the infringer, They are jointly respon-
sible,

charge of patent infringement?

To no extent. The tore must be committed in Argentina. If the
product is manufactured abroad, only the importer will be lia-

ble.

7 Towhatextent are ‘equivalents’ of the claimed subject matter liable far
infringement?

The theory of *equivalents’ is applicable. For a means 1o be con-
sidered equivalent of another, it must meet the following require-
ments: 1t must operatively relate other means that comprise the
invention in the same way as the original means; it must serve
that function in the same way; and it must not modify the final
result of the invention,
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8  What mechanisms are available for obtaining evidence from an adverse
party, from third parties ar from outside the eountry, far proving
Infringement, damages or invalldity?

Pre-trial discovery is not parr of our legal sysrem. During the
fegal action and upon the plaintiffs request, the judge may ask
the infringer to file or show all the evidence of the infringement
and damages caused {documents, accounting books, etc), but
the infringer is not obliged to deliver or show such elements. The
penalty arising from such denial shall be the assumption of the
existence of such evidence in favour of the plaintiff. Evidence in
the form of reports and letrers rogatory may be required of third
partics and parties abroad.

% What s the typical imetahle for a patent infringement lawsuit in the trial
and appellate courts?

The typical timetable for a patent infringement lawsuit in trial
is three to five years. For an appeal, three to six months may be
estimated before obtaining a Court of Appeals decision.

10 What is the typical rafige of costs of 3 patent infringement lawsuit before
tzial, during trial and for an appeal?

Anything from 1185 10,000 to US$50,000 without expert fees. It
may be higher depending on the complexity of the case.

11 What avenues of appeal are available foflowing an adverse decsionina
patent infingement lawsuit?

The decisions issued by the first instance courts are subject to
appeal by the losing party. In the event of a decision by the
Court of Appeals, it is only possible to appeal further before
the Supreme Court when the interpretation of rules of a federal
nature are involved, and not because of a disagreement with
respect to the interpretation of the facts or the evidence gathered
during the process before the cowrt.

12 Towhatextent can enforcement of a patent expose the patent owner to
liahility for a competition viofation, unfair comgetition, ar a business-ralated
toni?

There is no exemption established in the law with 1espect to the
application of 1he antitrust law, unfair competition laws nor with
respect to any other law. We may state that the regular exercise
of the patent law will nat violate any law, Unfortunarely there
are no court cases that refer to this issue,

13 o what extent are ahemative dispeste resolution techniques avaitable to
resolve patent disputes?

The paties are free to solve their disputes through mediation or
arbitration. In the City of Buenos Aires it is obligatory for the
plaintff to call the defendant to a mediation session as a condi-
tion to opening the way ta legal action, If the defendant does
not attend or if there is no agreement, the laintiff may start the
legal action.
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Seope and ownership of patents

14 (an a patent be ohtained W cover any type of invention, indluding sofiware,
business methods and medical procedures?

Any invention of a product or of a process is patentable, pro-
vided it is new, that it involves an inventive activity and that it
has industrial application.

The following are not considered inventions under Argentine
law:

*  discoveries, scientific theories or mathematical methods;

*  literary, artistic or aesthetic works, as well as scientific
works;

» plans, rules and methods for the exercise of intellectual
activities, games or economic-commercial activities, as well
as software programs;

* farms of presentation of information;

* surgical, therapeuric or diagnosis treatments applicable to
the human body and those relative to animals;

*  juxtaposition of known {nventions or mixtures of known
products, their variation in shape, size or materials, except
that they are combined or merged in such a way that the can
not function separately or that their main qualities and func-
tions are modified to obtain a non-obvious industria) result
for a technician skilled in the art; and

*+ any kind of living matter and substances that pre-exist in
nature.

The following are not patentable under Argentine law:

* any inventions, the exploitatian of which in Argentina is
forbidden to protect public order, morality, health or life of
human beings or animals and to preserve vegetation or to
avoid serious damage to the environment; and

¢ any biological or genetic material, existing in natarc or jts
replica, biological processes implicit in animal, plant ar
human reproduction, including genetic processes relative
ta any material capable of conducting its own duplication
under notmal and free conditions, snch as occurs in natuge.

Therefore, software, business methods and medical proceduces
are not patentable.

15 Who owas the patent on an invention made by 3 company emalayee, an
independent contractor, or multiple inventors? How is patent ownership
afficially recorded and transferred?

The employer shall own those inventions developed by an
employee during the course of a conrract or of a working or
service relationship with the employer that has as a purpose the
totaf or partial accomplishment of inventive activities.

The same will happen with an independent contractor hired
to invent,

Multiple inventors jointly own in equal parts their invention
uress otherwise requested in the patent application.

‘The parent owner is mentioned in the letter patent, Qwn-
ership can be transferred by filling before the Patent Office an
assignment document duly notarised and legalised by apostilie
of the Hague Convention.

Defencas

16 How and on what grounds can 2 patent be invalidated?

A patent can be only cancelled at the courts. The cancellation
can he requested by the plaintiff or by the defendanc as a coun-
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terclaim. The federal civil and commercial courts are competent
to deal with these legal actions. The ground is that the patent
was granted contrary to what is established in the faw. The
grounds would be: lack of novelty, inventive activity or industrial
application, Also a patent could be invalidated because certain
farmalities were not respected, such as deficient description, non-
publication or lack of examination.

17 is there an 'absolute novelty' requirement for patentability, and if so, are
there any exceptions?

Argentine law requires absolute novelty. The enly exception is
the display of the invention in a local or internatienal exhibition
or its availability by any means of communication made by the
inventor or his [awful successors within one year prior to the
date af filling of the patent application or, given rhe case, of its
recognised prioriry.

18 What s the fegal standard for det!nnining_whethar &patent is 'obvious’ ar
“inventive’ in view of the prior art?

Prior art is defined by the law as the collection of technical infor-
mation made public before the date of filling of the patent appli-
cation or, given the case, of the recognised priority, by means of
an oral or written form, by exploitation or by any other means
of communication or information, either in Argentina or abroad.
The law prescribes that there shall be inventive activity when
the creative process or its result are not inferred in an abvious
manner from jts prior art by a person normally skilled in the
corresponding technical matter,

19 Ave there any grounds on which an atherwise valid patent can be deemed
uneaforceable owing to miscanduct by the inventoss or the patent owner, or
for some other reason?

The law does not foresee such a possibility.

Remedies

20 What monetary remedles are avallable against a patent infringer? When
do damages star to accrue? Do damage awards tend to be only nominal,
nravide fair compansation or be punitive in natare?

A patent owner may claim and recover damages from the
infringer. There is no established basis for eecovery, but in patent
cases the courrs have condemued the infringer to pay a percent-
age of its sales. Though it has been said that the damages are not
the profit of the infringer, in onc casc 30 per cent of the sales was
considered liquid profits and that was the amount to be paid. In
other cases, 35 per cent and 5 per cent of the sales amount was
the damage awarded.

The exclusive right is from the moment the patent is granred
and theoredcally as from that date the damages start to accrue,
Nevertheless, and this has not yet been decided by the courts,
if the infringer is notified of a patent application and asked to
cease in its use, and he or she does not cease, if the patent is
granted, the damages would start to accrue as from the date of
the notification.

The plaintiff must prove the damage he or she claims. With
patents every infringing product will be considered as a lost sale
of the patent owner and that will the basis that will be taken
into account. This tends to make damage award a fair compen-
saton. The Argentine legal system does not allow for punitive
damages.

21 Towhat extent is it possible o obtain  temporary injunction of a final
injunction agalnst futute Infringement? Is.an injunction eHective against the
infringer's suppfiers or customers?

Since Argentina approved the TRIPs Agreement, temporary
injunctions can be obtained when there is a viclation of any
industrial property zight, including parcnts, Article 50 of the
TRIPs has been applied by the courts with respecr to patents,
and most of the time ex parte since 1995.

In 2003, after negotiations held between Argentina and US
representatives at the WTO, a very curious law {in our opin-
ion, in violaton of the above-mentioned article 50) was passed
modifying the patent law: Law No. 25,859, This law establishes
that the preliminary injunctions may be issued by the courts but
certain conditions must be met, namely; (i} there is a reasonable
probability that the patent, if challenged of nullity by defendant,
be declared valid; (ii} it is proven shat any delay in granting such
measure will cause a non-repairable damage to the patenc owner;
{iii} the damage cost to the patent owner exceeds the damage
that the presumed infringer will suffer in case the injunction was
wrongly granted; and {iv) there is a reasonable probability that
the patent 15 infringed.

In exceptional cases the judges may grant the injunction inau-
dita altera parte.

Lastly, prior to granting the injurction the judge will appoint
an expert who within 15 days must give an opinion about points
{i} and (iv) mentioned above.

The requesting party shall always have to give a guarantee to
protect defendant and avoid abuscs.

This modification establishes conditions that are not estab-
lished in article 50.

In Argentina, a law cannot modify an international treaty, so
if the law is challenged in the courts, it should be declared uncon-
stitutional. We do not know yet of cases in which the courts have
applied the new process in order to grant an injunction, nor that
they have ignored it.

The injunction will be, as stated above, temporary untl the
courts render a final decision, after which the injunction may be
confirmed as long as the patent is in force,

The injunction will be effective against suppliers or customers
if requested and granted against them,

22 Inwhat conditions can a stsccesshut litigant recover costs and
attomeys’ fees?

The successful party will usually recover costs and an amount
established by the court as fees. The latter will not be what was
paid by the other party to their lawyers, The amount is estab-
lished by the court according to the value of the matter involved
and the work performed in the legal pracess.

There are cases, though, in which the courts consider thar
each party should bear its own costs, and pay nothing to the
ather party. This may happen when the court believes that the
lnsing party righefully thought they had the right to litigare,

23 Are sdditional emedies avallzble against a defiberate o wiltful infringer?
1 so, what is the test or standard to determine whether the infingement is
deliberate?

No, there are no additional remedics against a deliberate or wil-
ful infrigner.
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24 Whats the time limit far seeking a remedy for patent infringement?

The criminal action must be started within three yeats as from
day of the infringing act, The civil action claming damages is of
two years.

25 Musta patent balder mark its patented praducts? If o, haw must the
marking be made? What are the consequences of failure ta mark?

There is no obligation to mark the products as patented in
Argentina,

Licensing

26 Are there any restrictions on the contractual terms by which a patent awner
may llcense a pateni?

There are no restrictions on the terms of a patent licence. The
Transference of Technology Law established, however, that the
terms of an agreement executed between a foreign corporation
and a Jocal corporation must be as if reached between independ-
ENt corperations.

27 Am any mechanisms available to ohtah;;:unpulsury licence to & patent?
Howy are the tarms of sich a liserce determined?

Compulsory licences can be requested in the following cases:

= lack of exploitation of the patent within three years as from
granting or four years as from filing of the patent applica-
tion, and when exploitation bas been interrupted for more
than one year, In case of force majeure, this cause does not
apply.

* when there is a violation of the antitrust law, so declared
by the antitrust authority. The following, among others, are
considered anti-competirive practices:

* discriminatory or exvessive pricing, compared with the
market price average, in particular when there are offers
to supply the marker at significantly lower prices than
those offered by the patent owner;

= denial to supply the local market in commecrcial reason-
able conditions; and

= hindering productive or commercial activities (it must be
said that these forms of conduet are not considered ille-
gal by the antitrust law, and we find it highly improbable
that the antitrust aathoritics will consider them illegal);

s when the exploitation of the second patent cannot be made
without infringing the first patent, whenever:

*  the invention protected jn the second patent constitutes

ARGENTINA

a significant technical advance of considerable economic
importance with respect to the first patent;

= the vwner of the first patent has the right to ohrain a
cross-licence in reasonable conditions to exploit the sec-
ond patent; and

= the authorisation to exploit the firsc patent cannor be
sublicensed without so doing with the second patent;
and

*  incases of sanitary emetgency or national security so declared
by the government,

Given the lack of expleitation and the additional patent the
licence, in reasonable terms, can be requested from the patent
owner H it is denied after 150 days the Jicence can be requested
before the Instiruto Nacional de la Propiedad Industrial (INPI),
The INPI will also grant the licence after the antitrust authorities
consider there has been a violation of the antitrust law. The INPI
establishes the conditions of the licence, including the coyalty to
be paid by the licensee,

The law establishes that the livence wilk be non-exclusive, it
cannat be sublicensed and it is directed principally to supply the
local marker.

Patent office proceedings
28 How long does it typically take, and how mwch does it typlcally cost, to
abtain a patent?

Timetable for patenting is three to nine years. The costs for
obtaining a patent vary between US$2,000 and US$5,000.

In order to maintain a patent, annual fees are 1o be paid and
they vary as follows; US$35 (first to third year), US$80 {third to
sixth year) and US$160 (seventh ta 20th year),

29 Mustan inventor disclose prior aft to the patent office examiner?

In order to obtain & patent, the technical description of the inven-
ton must include a descripton of the prior art in such field,
known by the inventar, detailing if possible the documents which
disclosc it.

additional dlaims to an invention disclosed in its earlier filed application? If
50, what are the applicable requirements or limitations?

Any person who improves an invention disclosed in an earlier
filed application or patent shall have the right to request a patent
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of addition. The main claim shall be limited to characterise only
such improvement,

3 Isit possible to appeal an adverse dadsion by the patertt office in a court of
law?

It is possible 1o appeal an adverse decision by the Patenr Office
i a court of law,

32 Daes the patent office provide any mechanism for apposing the grant of a
patent?

Within 60 days of the publication of the parent application
any person may lodge founded observations, together with the
respective evidence,

— -ABGENTINA

32 Daes the patent office pravide any mechanism for résul\n'ng pricrity disputes
between different applicants for the same Invention? What factors determine
who has priority?

‘The taw states that the owner of the patent is the one thar files
the application first,

34 Does the patent office provide procedures for modifying, te-examining and
revoking a patent? May a court amend the patent daims during a lawsuit?

The Parent Office does nor provide procedures for madifying,
re-cxamining oz revoking a patent after it has been granted. Only
a court can cancel one or more claims but it cannot amend them
or partially cance] them,

35 Howis the duration of patent prolection deternined?

Twenty years from the date of filing of che application, subject to
payment of maintcnance fees.
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